The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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CRAWFORD, Adni ni strative Patent Judge.

DECI SI ON ON_APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 17, which are all of the clains pending
in this application.

The appellant's invention relates to a jewelry organizer. An
under st andi ng of the invention can be derived froma readi ng of
exenplary claim1, which appears in the appendix to the appellant's

bri ef.
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The prior art

The prior art references of record relied upon by the exam ner

in rejecting the appeal ed clains are:

Martire Jr. 2,878, 932 Mar. 24, 1959
Coon 4,632, 351 Dec. 30, 1986
Gat t 4,944, 398 Jul . 31, 1990
Grusin 5, 040, 681 Aug. 20, 1991

The rejections

Claims 1 through 17 stand rejected under 35 U.S.C. § 112,
second paragraph, as being indefinite for failing to particularly
poi nt out and distinctly claimthe subject matter which appell ant
regards as the invention.

Claims 1, 2, 4 through 8, and 12 through 17 stand rejected
under 35 U . S.C. 8 103 as being unpatentable over Martire in view of
Gatt and Grusin.

Clainms 3 and 9 through 11 stand rejected under 35 U S. C. 8
103 as bei ng unpatentable over Martire, Gatt and Grusin as applied to
clainms 2 and 8 above, and further in view of Coon.

Rat her than reiterate the conflicting viewpoints advanced by
t he exam ner and the appellant regarding the above-noted rejections,

we make reference to the examner's answer (Paper No. 12, mmiled June
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2, 1999) for the examner's conplete reasoning in support of the
rejections, and to the appellant's brief (Paper No. 11, filed
March 10, 1999) and reply brief (Paper No. 13, filed August 4,

1999) for the appellant's argunments thereagainst.

OPI NI ON

I n reaching our decision in this appeal, we have given careful
consideration to the appellant's specification and clains, to the
applied prior art references, and to the respective positions
articul ated by the appellant and the exam ner. As a consequence of
our review, we make the determ nations which follow.

The exam ner has rejected claims 1 through 17 under 35 U. S.C. 8§
112, second paragraph. The second paragraph of 35 U S.C. § 112
requires clainms to set out and circunscribe a particular area with a

reasonabl e degree of precision and particularity. In re Johnson, 558

F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977). In making this
determ nation, the definiteness of the |anguage enployed in the
claims nmust be analyzed, not in a vacuum but always in light of the
teachings of the prior art and of the particular application

di sclosure as it would be interpreted by one possessing the ordinary

| evel of skill in the pertinent art. |d.
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The exam ner's focus during exam nation of clains for
conpliance with the requirenment for definiteness of 35 U S.C
8§ 112, second paragraph, is whether the clainms neet the threshold
requi rements of clarity and precision, not whether nore suitable
| anguage or nodes of expression are available. Sone latitude in the
manner of expression and the aptness of terms is permtted even
t hough the claimlanguage is not as precise as the exam ner m ght
desire. |If the scope of the invention sought to be patented cannot
be determ ned fromthe | anguage of the clains with a reasonabl e
degree of certainty, a rejection of the clainms under 35 U S.C. § 112,
second paragraph, is appropriate.

As noted by the Court in In re Sw nehart, 439 F.2d 210, 212-

13, 160 USPQ 226, 229 (CCPA 1971), a claimnmay not be rejected solely
because of the type of |anguage used to define the subject matter for
whi ch patent protection is sought.

Wth this as background, we analyze the specific rejections
under 35 U.S.C. 8§ 112, second paragraph, nmade by the exam ner of the
claims on appeal. The exam ner states that:

Regarding clainms 1, 8 and 14, the phrase “such
as” renders the clains indefinite because it is
uncl ear whether the Iimtations follow ng the

phrase are part of the clainmed invention.
In claim2, the phrase “plate-like” is
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i ndefinite because it is not clear as to what
structure is enconpassed or excluded by such
term*“like”. [exam ner’s answer at page 4].

The specification teaches that the jewelry organi zer of the
i nvention has an upper surface 12 for storing and displaying several
types of jewelry (Specification at page 1). The specification
indicates that the jewelry that is stored in the organizer may be
neckl aces, earrings, watches, bracelets and rings (Specification at
page 3). We agree with the appellant that a person of ordinary skil
in the art would have understood the term “such as” in claims 1, 8
and 14 to indicate exanples of the types of jewelry that can be
stored in the organizer. As such, in our view, the scope of clains
1, 8, and 14 can be determ ned with a reasonabl e degree of certainty.

Therefore, we will not sustain the exam ner’s rejection of
claims 1, and 4 through 17 as being indefinite under 35 U S.C. 8§
112, second paragraph.

In regard to the | anguage “plate-like structure” in claim2, we
are of the opinion that the scope of the clained subject matter
cannot be determned fromthis | anguage with a reasonabl e degree of
certainty. Specifically, it is not clear whether this |Ianguage
refers to dinner plate structure, flat rectangular plate structure,

pi cnic plate structure which includes conpartnents or sone other
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pl ate structure. As such, we agree with the exam ner that the
| anguage of claim 2 does not satisfy the requirenments of 35 U S.C. 8§
112, second paragraph.
Therefore, we will sustain the examner’s rejection under 35
U S . C 8 112, second paragraph, of claim2 and claim3 dependent
t her eon.
We turn next to the examner’s rejection of clains 1, 2, 4

t hrough 8 and 12 through 17 as being unpatentable under 35 U S.C. §
103 over Martire in view of Gatt and Gusin. The exam ner has relied
on Martire for teaching the invention substantially as clainmed except
that Martire does not disclose a knob protruding upward fromthe
upper surface. The exam ner relies on Gatt and Gusin for teaching a
knob protrudi ng upward fromthe upper surface. The exam ner
concl udes:

It woul d have been obvi ous to one having

ordinary skill in the art in view of Gatt and

Grusin to nodify the organizer of Martire *932

so the knob is protruded upwardly fromthe

upper surface with a recess formed in the | ower

surface of the body to facilitate stacking, and

better securing the trays within the stack

during shipping or storage. [exam ner’s answer

at page 6]

Appel l ant argues that the Martire tray already has means for

stacking the trays in that Martire discloses a substantially planar
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surface 4 with an upturned peripheral edge portion 6 that permts the
trays to be stacked on top of one another. As such, appellant argues
that it would have been pointless to consider adding a knob in the
upper surface of the Martire tray for purposes of stacking.

We agree with the appellant that there would be no notivation
to include a knob in the upper surface of the Martire tray as taught
by Gatt and Grusin to facilitate stacking because the Martire tray is
al ready stackable (See Col. 3, lines 58 to 61). |In addition, we note
that Martire teaches that one of the advantages of the tray therein
disclosed is its flexibility to be used as a standard tray and not be
rigidly limted to the relative positions of the food receptacles on
the tray (Col. 2, lines 11 to 14). As such, in our view, a person of
ordinary skill in the art would not be notivated to nodify the
Martire tray so as to have a knob in its upper surface, because such
nodi fi cation would reduce the ability of the tray to be used as a
standard tray and limt the positions in which the food receptacles
coul d be placed on the tray.

Therefore, we will not sustain the examner’s rejection of
claims 1, 2, 4 through 8 and 12 through 17 under 35 U . S.C. 8§ 103 as

bei ng unpatentabl e over the teachings of Martire, Gatt and G usin.
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We turn now to the examner’s rejection of clains 3 and 9
t hrough 11 under 35 U.S.C. 8 103 as being unpatentable over Martire,
Gatt and Grusin and further in view of Coon. W have exanm ned the
di scl osure of Coon and find that Coon does not cure
t he deficiencies discussed above for the conbination of Martire, Gatt
and Grusin. Therefore, we will not sustain this rejection.

New ground of rejection

Under the authority of 37 CFR 8 1.196(b), this panel of the
board i ntroduces the foll owi ng new ground of rejection.

Clainms 1 and 8 are rejected under 35 U . S.C. 8 102(b) as being
anticipated by Gusin. Gusin discloses a body 18 having an upper
surface and a | ower surface. A knob 30 protrudes upwardly fromthe
upper surface. At |east one conpartment 34 defined by an el ongated
channel surrounding the knob is fornmed in the upper surface. A
substantially flat outer rim (upper surface 32 and/or rib 38, 40)
surrounds the periphery of conpartnment 34. A recess is formed in the
| ower surface of body 18 wherein the recess and knob provi de neans

for stackable configuration (See Col. 3, lines 26-29).

Remand to t he Exam ner
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This application is remanded to the Primary Exam ner for
consideration of the patentability of clains 2 through 7 and 9
t hrough 17 in view of the teachings of Gusin alone or in combination

with other relevant prior art references.

Il n summary:

(1) The examner’s rejection of claims 1 and 4 through 17 under
35 U.S.C. 8 112, second paragraph, is not sustained.

(2) The examner’s rejection of claims 2 and 3 under 35 U.S.C
8§ 112, second paragraph, is sustained.

(3) The exam ner’s rejection of claims 1, 2, 4 through 8, and
12 through 17 under 35 U.S.C. 8§ 103 as being unpatentabl e over
Martire in view of Gatt and Gusin is not sustained.

(4) The examiner’s rejection of claims 3 and 9 through 11 under
35 U.S.C. 8 103 as being unpatentable over Martire, Gatt and Grusin
and further in view of Coon is not sustained.

(5) Claims 1 and 8 are rejected pursuant to our authority under

37 CFR § 1.196(b).

(6) The application is remanded to the exam ner.
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In addition to affirm ng the exam ner’s rejection of one or
nore clainms, this decision contains a new ground of rejection
pursuant to 37 CFR 8§ 1.196(b) and a remand pursuant to 37 CFR §

1.196(e).

37 CFR 8§ 1.196(b) provides that, "[a] new ground of rejection

shall not be considered final for purposes of judicial review"

37 CFR § 1.196(e) provides that:

[ W] henever a decision of the Board of Patent
Appeal s and Interferences includes or allows a
remand, the decision shall not be considered a
final decision. \When appropriate, upon
concl usi on of proceedings on remand before the
exam ner, the Board of Patent Appeals and
Interferences may enter an order otherw se
making its decision final.

Regardi ng any affirnmed rejection, 37 CFR 8 1.197(b) provides:

(b) Appellant may file a single request for rehearing within
two nonths formthe date of the original decision.

37 CFR 8§ 1.196(b) also provides that the appellant, WTH N TWO

MONTHS FROM THE DATE OF THE DECI SI ON, nmust exercise one of the

following two options with respect to the new ground of rejection to
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avoid term nation of proceedings (8 1.197(c)) as to the rejected
cl ai ms:

(1) Submt an appropriate amendnment of the clainms so
rejected or a show ng of facts relating to the clains so
rejected, or both, and have the matter reconsidered by the
exam ner, in which event the application will be remanded
to the exam ner. :

(2) Request that the application be reheard under
§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record. :

The effective date of the affirmance is deferred unti
concl usi on of the proceedi ngs before the exam ner unless, as a nere
incident to the limted proceedings, the affirmed rejection is
overcone. |f the proceedi ngs before the exam ner do not result in
al | owmance of the application, abandonnment or a second appeal, this
case should be returned to the Board of Patent Appeals and
I nterferences for final action on the affirmed rejection, including
any tinmely filed request for rehearing thereof.

No tinme period for taking any subsequent action in connection

with this appeal may be extended under 37 CFR 8§ 1.136(a).
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AEFI RVED- | N- PART AND REMANDED
37 CFR § 1.196(b)

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN F. GONZALES APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWFORD
Adm ni strative Patent Judge
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Gary A. Clark

Sheppard Mullin Richter & Hanpton
333 South Hope Street 48th Fl oor
Los Angel es, CA 90071-1448



